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TRADEMARKS and TRADENAMES
I. Protectible Trademarks
A. Particular Marks Protected

Trademark protection under Lanham Act (15 U.S.C.A. secs. 1501 et seq.) of name of musical group, 115
A.L.R. Fed. 171

Restaurant name or mark as infringement of trademark under sec. 32(1) or sec. 43(a) of Lanham Act (15
U.S.C.A. secs. 1114(1), 1125(a)), 95 A.L.R. Fed. 31

Letters, initials, or numerals as common-law trademarks, 56 A.L.R. Fed. 232

Design on recreational object as valid trademark, 82 A.L.R. Fed. 9

B. Secondary Meaning

Application of secondary meaning test in action for trade dress infringement under sec. 43(a) of Lanham
Act (15 U.S.C.A. sec. 1125(a)), 87 A.L.R. Fed. 15

Application of secondary meaning test in action for trademark or tradename infringement under sec. 43(a)
of the Lanham Act ( 15 U.S.C.A. sec. 1125 (a)), 86 A.L.R. Fed. 489

Application of functionality doctrine under sec. 43(a) of Lanham Act (15 U.S.C.A. sec. 1125(a), 78 A.L.R.
Fed. 712

Unfair competition: geographical extent of protection of word or symbol under doctrine of secondary
meaning, 41 A.L.R.3d 434

C. Other Factors

Validity, Construction, and Application of Anticybersquatting Consumer Protection Act, 15 U.S.C.A. §
1125(D), 177 A.L.R. Fed. 1

What Constitutes "Famous Mark" for Purposes of Federal Trademark Dilution Act, 15 U.S.C.A. s1125(c)
Which Provides Remedies for Dilution of Famous Marks, 165 A.L.R. Fed. 625

When is trade dress "inherently distinctive" for purposes of trade dress infringement actions under sec.
43(a) of Lanham Act (15 U.S.C.A. sec. 1125(a))--Cases after Two Pesos, 161 A.L.R. Fed. 327

When does product become generic term so as to warrant cancellation of registration of mark, pursuant to
s14 of Lanham Act (15 U.S.C.A. s 1064), 156 A.L.R. Fed. 131
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Requirements for trademark or service mark to become incontestable under sec. 15 of Lanham Act (15
U.S.C.A. sec. 1065), 116 A.L.R. Fed. 615

World Wide Web Domain as Violating State Trademark Protection Statute or State Unfair Trade Practices
Act, 96 A.L.R. 5th 1

II. Ownership and Loss of Trademarks

A. Ownership Interests

Copyright, patent, or other intellectual property as marital property for purposes of alimony, support, or
divorce settlement, 80 A.LL.R.5th 487

Patent rights, copyrights, trademarks, secret processes, formulas, or the like, as "property” within
provisions of law or charter forbidding issuance of corporate stock except for money paid or property

received, 37 A.L.R.2d 913

Stockholders' rights to patent, copyright, or trademark owned by corporation on dissolution thereof, 30
A.L.R.2d 938

B. Abandonment, Cancellation or Forfeiture

When does product become generic term so as to warrant cancellation of registration of mark, pursuant to
s14 of Lanham Act (15 U.S.C.A. s 1064), 156 A.L.R. Fed. 131

Granting of "naked" or unsupervised license to third party as abandonment of trademark, 118 A.L.R. Fed.
211

What constitutes abandonment of trademark by discontinuance of use with intent not to resume it, under
sec. 45 of Lanham Act (15 U.S.C.A. sec. 1127), 83 A.L.R. Fed. 295

What constitutes abandonment of trademark by conduct causing mark to lose significance as indication of
origin, under sec. 45 of Lanham Act (15 U.S.C.A. sec. 1127(b)), 81 A.L.R. Fed. 677

Seizure and forfeiture, under 19 U.S.C.A. sec. 1526(e) of imported merchandise bearing counterfeit
trademark, 72 A.L.R. Fed. 858

Abandonment of trademark or tradename, 3 A.L.R.2d 1226
I11. Procedural Issues
A. Jurisdiction

Jurisdiction of United States Court of Appeals for Federal Circuit under 28 U.S.C.A. secs. 1292 and 1295,
97 A.L.R. Fed. 694

Internet Web site activities of nonresident person or corporation as conferring personal jurisdiction under
long-arm statutes and due process clause, 81 A.L.R.5th 41

Modern status of pendent federal jurisdiction, under 28 U.S.C.A. sec. 1338(b), over state claim of unfair
competition when joined with related claim under federal trademark laws, 62 A.L.R. Fed. 428

B. Standing
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Standing to bring false advertising claim or unfair competition claim under sec. 43(a)(1) of Lanham Act (15
U.S.C.A. sec. 1125(a)(1)), 124 A.L.R. Fed. 189

Construction and effect of statute as to doing business under an assumed or fictitious name or designation
not showing the names of the persons interested, 42 A.L.R.2d 516
C. Intervention and Consolidation

Propriety of ordering consolidation under Rule 42(a) of Federal Rules of Civil Procedure in actions
involving patents, copyrights, or trademarks, 82 A.L.R. Fed. 719

What constitutes impairment of proposed intervenor's interest to support intervention as matter of right
under Rule 24(a)(2) of Federal Rules of Civil Procedure in actions relating to patents, copyrights, and
trademarks, 76 A.L.R. Fed. 837

D. Admissibility of evidence

Admissibility and weight of consumer survey in litigation under trademark opposition, trademark
infringement, and false designation of origin provisions of Lanham Act (15 U.S.C.A. secs. 1063, 1114, and
1125), 98 A.L.R. Fed. 20

E. Right to jury trial

Right to jury trial in suit in federal court for damages from infringement of trademark, 9 A.L.R. Fed. 853

IV. Actions for infringement
A. Particular instances of infringement
1. Similar Marks, Copies or Consumer Confusion

Parody as trademark or tradename infringement, Parody as Trademark or Tradename Diblution or
Infringement, 179 ALR Fed 181

"Post-sale Confusion" in Trademark or Trade Dress Infringement Actions under sec. 43 of the Lanham
Trade-Mark Act (15 U.S.C.A. sec. 1125), 145 A.L.R. Fed. 407

Right of owner of trademark for apparel or toiletries to protection under Lanham Act (15 U.S.C.A. sec.
1114(1)) against infringement by another's use of similar mark for different items of apparel or toiletries, 38
A.L.R. Fed. 374

Making, selling, or distributing counterfeit or "bootleg" tape recordings or phonograph records as violation
of federal law, 25 A.L.R. Fed. 207

Commercial competitor's truthful denomination of his goods as copies of designs of another, using
designer's name, as trademark infringement, unfair competition, or the like, 1 A.L.R.3d 760

2. Names

Right of charitable or religious association or corporation to protection against use of same or similar name
by another, 37 A.L.R.3d 277

Right of benevolent or fraternal society or organization to protection against use of same or similar name,
insignia, or ritual by another organization, 76 A.L.R.2d 1396
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Rights in union label, shop card, or other insignia denoting union shop or workmanship, 42 A.L.R.2d 709

Construction and effect of statute as to doing business under an assumed or fictitious name or designation
not showing the names of the persons interested, 42 A.L.R.2d 516

3. Vicarious Liability

Liability as vicarious or contributory infringer under Lanham Act--modern cases, 152 A.L.R. Fed. 573

B. "In Commerce" requirement under the Lanham Act

What constitutes "in commerce' within meaning of sec. 32(1)(a) of Lanham Trade-Mark Act (15 U.S.C.A.
sec. 1114(1)) giving right of action for infringement of trademark "in commerce", 15 A.L.R. Fed. 368

V. Bars to infringement Action

Laches as affecting claim for accounting and damages in federal action for infringement of trademark or
tradename, 14 A.L.R. Fed. 342

VI. Damages and Costs
A. Recoverable Damages

Punitive or exemplary damages as recoverable for trademark infringement or unfair competition, 47
A.LR2d 1117

Damages recoverable for wrongful registration of trademark, 26 A.L..R.2d 1184

B. Attorneys' Fees

Award of attorneys' fees under sec. 35(a) of Lanham Act (15 U.S.C.A. sec. 1117(a)) authorizing award in
"exceptional cases", 82 A.L.R. Fed. 143

Excessiveness or inadequacy of attorney's fees in matters involving commercial and general business
activities, 23 A.L.R.5th 241

To update this ALR Critical Issues Guide, consult:

ALR Index: Trademarks, Tradenames, and Unfair Trade Practices
ALR Digest: Trademarks, Tradenames, and Unfair Trade Practices §§ 1- 51
Key-Cite

Please visit the ALR pages at http://www.westgroup.com/alr regularly for updates of this and other Critical
Issues guides. For more information, contact us at mailto:alr@westgroup.com.
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